
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



APPLICATION NO. 



FIRST NAMED INVENTOR 



| ATTORNEY DOCKET NO. | CONFIRMATION NO. | 



10/773,010 



02/05/2004 



25397 7590 07/14/2006 

DUANE, MORRIS, LLP 
3200 SOUTHWEST FREEWAY 
SUITE 3150 

HOUSTON, TX 77027 



BOMAR, THOMAS S 



PAPER NUMBER 



DATE MAILED: 07/14/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

10/773,010 



Examiner 

Shane Bomar 



Applicant(s) 

BAUGH ET AL. 



Z fFi m,U N 0 DATt o> — * ap P U re on m coyersnee. mfi ». correspondence a 

Period for Reply MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER^ LONGER ^ROM^HE^AIL^^pATC ^^i^^^^^^^lre^Isanwty tiled 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

m Responsive to communication(s) filed on 18 April 2006 . 

closed in accordance with the practice under Ex parte Quayle, 1935C.D. 11, 453 O.G. 213. 

Disposition of Claims 

4^ Claim(s) 1-22 and 25-28 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) B Claim(s) ^-22 and 25-28 is/are allowed. 

6) El Claim(s) j and 2 is/are rejected. 

7) E Claim(s) i3zl6 is/are objected to. 

8) D ciaim(s) are subject to restriction and/or elect.on requirement. 

Application Papers 

Applicant may not request that any objection to the drawing^) be held in abeyance. See 37 CFR 185(a). 

Priority under 35 U.S.C. § 119 

12D AcKnowledgment is made of a Calm for foreign priority under 35 U.S.C. § 119(a H d) or (f). 
a>n All b)D Some * c)D None of: 

!□ Certified copies of the priority documents have been received 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by US patent 
4,337,634 to Strudel. 

Regarding claim 1, Strudel discloses an adjustable swage for use on a tubular, 
comprising: a body that has a round shape when assembled mounted to a mandrel central of the 
arms 6 (see Figs. 2a-2b), wherein said body is movable, during expansion, into a plurality of 
positions to create a variety of profiles effective for a full 360 degrees about said mandrel (see 
col. 3, line 61 through col. 4, line 8; especially the last line of col. 3). It is noted that the tubular 
being expanded is a general tubular, wherein it is notoriously known to those of ordinary skill in 
the art that the tubular could be a downhole tubular. Therefore, it is of note that the Applicant 
has not specifically placed the adjustable swage in the downhole environment, but has simply 
stated that the tubular is a downhole tubular as a matter of intended use. This being said, there 
appears to be nothing in the disclosure of Strudel precluding the placement of the swage in a 
downhole environment. 

Regarding claim 2, the profiles clearly comprise circular shapes (see Figs. 2a-3b), while it 
would be clear to one of ordinary skill in the art that non-circular shapes would be achieved in 



Application/Control Number: 10/773,010 Page 3 

Art Unit: 3672 

tubulars that have non-uniform inner diameters upon manufacture, and/or in tubulars that have 
weaker or thinner portions around the circumference of the tubular. 

Allowable Subject Matter 

3. Claims 3-12, 17-22, and 25-28 are allowed. 

4. Claims 1 3-1 6 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

Response to Arguments 

5. Applicant's arguments, see pages 7 and 8, filed February 2, 2006, with respect to the 
rejection(s) of claim(s) 1 and 2 under 35 USC 102(b) and (e) have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further consideration, 
a new ground(s) of rejection is made in view of Strudel. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shane Bomar whose telephone number is 571-272-7026. The 
examiner can normally be reached on Monday - Thursday from 6:30am to 4:00pm. The 
examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on 571-272-6999. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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